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bi ndi ng precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KEN CH KANO
and KOKI CH SUGAWARA

Appeal No. 97-2504
Application 08/200, 707!

ON BRI EF

Bef ore KRASS, JERRY SM TH and TORCZON, Adm ni strative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed February 23, 1994.
1



Appeal No. 97-2504
Appl i cati on 08/ 200, 707

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1 and 3. Cains 2 and
4-6 have been cancelled. dains 7-9 stand w t hdrawn from
consideration as being directed to a nonel ected invention.

The clained invention pertains to a container casing for
housing a recording nedia therein. Mre particularly, the
invention is directed to external |ayers on the casing which
allow for color designs to be formed and areas in which witing
can be forned.

Representative claim1l is reproduced as foll ows:

1. A container casing for a recording nmedia having a nmain
casi ng menber having the recording nmedia housed therein,
conpri si ng:

a highly adhesive layer fornmed on an outer surface of said
mai n casi ng nenber;

an ink receptive |ayer provided on said adhesive | ayer;
a colored layer printed on said ink receptive |ayer;

a protective layer printed on said colored | ayer for
protecting the colored | ayer; and

means defining an opening in said protective |ayer for
exposing a part of said colored | ayer and defining an area of
said colored |ayer which is unprotected and on which witing can
be forned.
The exam ner relies on the follow ng references:
Cocco et al. (Cocco) 4,996, 681 Feb. 26, 1991
Sugaya et al. (Sugaya) 2,203, 278 Cct. 12, 1988
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(UK Pat ent Application)
Kogo 0, 383, 330 Aug. 22, 1990
(Eur opean Patent Application)

We note that the final rejection included a rejection of
clains 1 and 3 under the second paragraph of 35 U S.C. § 112.
Three problens were indicated in paragraphs nunbered 1(a) through
1(c) of the final rejection. Appellants filed an anendnent after
final rejection on August 31, 1995. Although this anmnendnment was
denied entry by the exam ner, appellants were notified that the
Section 112 rejection of paragraphs 1(a) and 1(b) woul d be
overcone by a separately filed anendnent [advisory action, Paper
#10]. Appellants filed a second anendnent after final rejection
on January 23, 1996 directed to the rejection under Section 112.
The exam ner indicated that this amendnent woul d be entered upon
appeal and that the Section 112, paragraph 2 rejection of clains
1 and 3 had been overcone [advisory action, Paper #16]. No
mention was nmade of the separate rejections set forth in
paragraphs 1(a) through 1(c) of the final rejection. The appeal
brief in this case has noted that the Section 112 rejection of
paragraphs 1(a) and 1(b) has been overcone, and no further
di scussion of the Section 112 rejection as set forth in the final

rejection is offered. The exam ner’s answer repeated the final
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rejection of claim3 as set forth in paragraph 1(c) of the final
rejection. Appellants have nade no comrents with respect to this

rejection.

In view of this prosecution history, we nust first decide
what to do about the Section 112 rejection of claim3 as set
forth in paragraph 1(c) of the final rejection. The examner’s
answer has repeated this rejection even though the second
advi sory action [Paper #16] indicated that the rejection under
t he second paragraph of 35 U S.C. §8 112 would be overcone by the
amendnent. The brief ignores this rejection and notes that the
rejections of paragraphs 1(a) and 1(b) had been overcone by their
after final amendnent [brief, page 2]. Thus, we have a situation
where appell ants may have been m sled by the second advi sory
action indicating that the Section 112 rejection had been
overcone, yet appellants appear not to have read the examner’s
answer which repeated the rejection and appellants admt that
t heir amendnent only overcane the rejection as set forth in
paragraphs 1(a) and 1(b) of the final rejection.

Al t hough we do not condone appellants’ failure to
carefully read the examner’s answer, we do recogni ze that the

second advi sory action could have m sl ed appellants into thinking
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that all the rejections under Section 112 had been overcone. The
Board woul d ordinarily have the authority to either dism ss the
appeal with respect to the clains not argued or to sustain the

rejection for lack of a persuasive response. 1In our view, each

of these actions would be unnecessarily punitive under the facts
of this case, and particularly when the nmerits of the Section 112
rejection are considered. Therefore, on this record we wll
consider the nerits of the rejection under 35 U S.C. § 112.

Thus, claim 3 stands rejected under 35 U S.C. § 112,
second paragraph, as failing to particularly point out and
distinctly claimthe invention as noted in the exam ner’s answer.
Clains 1 and 3 stand rejected under 35 U.S.C. §8 103. As evidence
of obvi ousness the exam ner offers Cocco in view of Sugaya with
respect to claim1, Kogo taken alone with respect to claim3, and
Sugaya taken alone with respect to both clains.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON
We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner and the evidence
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of obviousness relied upon by the exam ner as support for the
obvi ousness rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants

argunents set forth in the briefs along wwth the examner's

rationale in support of the rejections and argunents in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the invention as recited in claim3 is in conpliance
wi th the second paragraph of Section 112. W are also of the
view that the evidence relied upon and the level of skill in the
particul ar art would not have suggested to one of ordinary skil
in the art the obviousness of the invention as set forth in
clains 1 and 3. Accordingly, we reverse.

We consider first the rejection of claim3 under the
second paragraph of 35 U . S.C. 8 112. The conplete rejection and
expl anation are set forth as foll ows:

Regarding claim3, it is not readily apparent
whet her the “colored layer” is formed with
openings to define the “recessed i ndex area”, or
the “protective layer” forned over the col ored

| ayer defines the clained “recessed i ndex area”.
[ answer, page 3].
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As the rejection notes, the examner is of the view that the
claimmay have either of two possible interpretations. W note
that one of the examner’s interpretations would be contrary to
the di sclosed invention and the other interpretation would be
consistent wwth the clainmed invention. 1In this situation the

only appropriate claiminterpretation is the one which is

consistent wth the disclosed invention. Since it is clear from
the record as a whole that it is the protective |ayer only which
defines the recessed index area, we interpret the claimin that
manner. \Wen the claimis interpreted in |ight of the
specification in this case, we conclude that the claimproperly
defines the invention within the meaning of 35 U S.C. § 112.
Therefore, we do not sustain the rejection of claim3 under the
second paragraph of 35 U S.C. § 112.

We now consider the rejections of the clains under 35
US C 8 103. Inrejecting clains under 35 UUS.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G.ahamv. John Deere Co., 383 US. 1
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17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

Wth respect to the rejection of claim1l as unpatentable
over the teachings of Cocco and Sugaya, the exam ner basically
relies on Cocco as teaching the clained invention except for the
white ink receptive |ayer |ocated between the adhesive | ayer and
the colored | ayer [answer, pages 4-5]. The exam ner relies on

Sugaya for supplying this teaching, and the exam ner submts that
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it would have been obvious to include such a | ayer on the Cocco
contai ner casing. Appellants argue that the clains require that
the protective |layer be “printed on” the colored layer, and this
condition is not suggested by either Cocco or Sugaya [brief,
pages 5-6]. The exam ner responds that the “printing” of this

| ayer is a process |[imtation which is not relevant to the

obvi ousness of the product clained. Appellants dispute the

examner’s claiminterpretation.

The exam ner’s reliance on “product by process”
principles in the exam nation of the appealed clains is m splaced
here. The principle relied on by the examner is that the
process of making cannot be used to patentably distinguish a
product which appears to be structurally the same as a prior art
product. Before this principle can be used, however, it is
necessary to establish that two products are structurally
identical to each other. The examner’s finding that the
protective |ayer 36 of Cocco which is clanped onto the col ored
| ayer 35 is structurally the sane as a protective layer which is
“printed on” the colored layer is clearly flawed. The protective

| ayer of Cocco not only would structurally appear different from
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a printed on layer to the artisan, but also would have different
properties froma printed on |ayer which would render the two
products as not being the sane. The exam ner nust consider the
patentability of the claimas a whole including the obviousness
of the “printed on” feature of the protective layer. Such
determ nation has not been nade here.

The other main difference argued by appellants is that
there is no suggestion in the applied references for exposing a
part of the colored |ayer by defining an opening in the
protective layer. The exam ner argues that as a general rule, it

woul d

have been obvious to the artisan to omt an el enent of a prior
art device and to lose the function of that elenent. Thus, the
exam ner contends that selectively renoving parts of the
protective layer and | osing the protection would have been
obvious to the artisan. W do not agree.

The prior art places a protective |ayer over a col ored
| ayer for the sole purpose of protecting the colored |ayer. Any
removal of this protective |ayer woul d defeat the very purpose of
this layer. The artisan, therefore, would not renove any portion

of this layer unless there was a benefit to be derived which
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woul d of fset the | oss of protection. The prior art suggests no
benefit to be derived in renoving part of the protective |ayer.
Appel l ants’ specification discloses that the ability to wite on
t he exposed portions of the colored layer is a benefit they
desire to achieve. 1In our view, the artisan would find no
suggestion for exposing a part of the colored | ayer fromthe
applied prior art, but rather, such suggestion can only cone from
appel l ants’ own specification. Such hindsight reconstruction of
the invention is inproper. Thus, we do not sustain the rejection
of claim1 as unpatentable over Cocco in view of Sugaya.

Wth respect to the rejection of claim3 as unpatentabl e

over the teachings of Kogo, the exam ner basically asserts that

it would have been obvious to the artisan to place a protective
cover over predeterm ned parts of Kogo's printed color pattern 60
[answer, page 6]. Appellants again argue that the protective
| ayer being “printed” over the colored |layer is not taught by
Kogo, and that Kogo would teach away from protecting only
predeterm ned portions of the colored |ayer with the protective
| ayer.

We are again persuaded by both of these argunents. The

exam ner has not provided any factual support for the position
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that a printed protective |ayer woul d have been obvious in view
of Kogo. There is also no reason suggested by Kogo why the
artisan woul d deliberately | eave part of the colored | ayer
unprotected. The only reason for exposing a portion of the
colored | ayer cones from appellants’ own disclosure. Thus, we do
not sustain the rejection of claim3 as unpatentable over Kogo.

Wth respect to the rejection of clains 1 and 3 as
unpat ent abl e over the teachings of Sugaya, the exam ner basically
relies on the sane argunents di scussed above with respect to the
rejection of claiml over Cocco and Sugaya. Likew se, appellants
poi nt out the sane differences argued above with respect to claim
1.

We agree with appellants that Sugaya does not suggest the
invention of clains 1 and 3 for the sane reasons di scussed above.
Therefore, we do not sustain the rejection of clains 1 and 3 as
unpat ent abl e over the teachings of Sugaya.

I n concl usi on, we have not sustai ned any of the
exam ner’s rejections of the clainms. Accordingly, the decision
of the examner rejecting clains 1 and 3 is reversed.

REVERSED
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